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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claims 1-8 are rejected under 35 U.S.C. 102(b) as being anticipated by the US 
Patent to Watanabe (6,226,230). 

In terms of claim 1 , Watanabe shows in Figure 14, a timing generation circuit 
comprising a timing memory (1 13C) containing predetermined timing data (each 
address location stores timing data) and a counter (14) for loading timing data output 
from the timing memory (bits of timing data stored in address locations of the timing 
memory) and outputting a pulse signal ( P S] , P S2 ) at a timing indicated by the timing data 
(each bit of timing dataD7 s . and DY R \s used to determine rise timing and falling timing 
of the pulse TP as explained in lines 17-20, column 3), the timing generation circuit 
further comprising load data switching means (11 3D + 3D +11) for dividing a memory 
region (each bit in the plurality of bits stored in an address location is "divided" and sent 
separate bits to the counter 14 "one after the other") of the timing memory, selecting 
one timing data output (either MT) from the divided memory regions, and loading the 
selected one timing data in the counter (14) to thereby output the pulse signal {P Si ,P s2 ) 
of one timing indicated by the one timing data. 
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As to claim 2, Watanabe also shows the timing generation circuit according to 
claim 1, wherein the load data switching means (11 3D + 3D +11) divides the memory 
region of the timing memory in an address direction by switching (the down counter 
outputs each bit in each address location in succession after each clock cycle REFCLK 
and thus outputs the bits by "switching" states), links a plurality of timing data output 
from the divided memory regions in a data bit width direction (the bits in the address 
location are output consecutively one after the next and thus in a row bit width 
direction), and loads these data as one timing data in the counter. 

As to claim 3, Watanabe shows the timing generation circuit according to claim 1, 
wherein the load data switching means comprises an address selection circuit (11 3D) 
which designates one address of the timing memory (1 13C) and which outputs (through 
element 11) a plurality of timing data (a plurality of bits stored in each address location) 
stored in the corresponding one address and a load data switching circuit (11) which 
loads the one timing data (each separate bit) as such in one counter (14), when one 
timing data is output from the timing memory by switching (by switching states through 
each clock cycle), and which loads the plurality of timing data (a row of bits through a 
plurality of clock cycles) in a plurality of cascaded counters (14, 13 and 16), when a 
plurality of timing data are output from the timing memory by switching, to thereby 
output the pulse signal of one timing indicated by the one timing data (the timing data 
stored in the memory device 1 13C). 
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It must be noted that the recitation " bv switching " is understood as the switch 
between states that is required for digital devices to output information. A clock signal 
(REFCLK) facilitates such switch between states. 

As to claim 4 and 5, it has been held that a recitation with respect to the manner 
in which a claimed apparatus is intended to be employed does not differentiate the 
claimed apparatus from a prior art apparatus satisfying the claimed structural limitations . 
Ex parte Masham, 2 USPQ F.2d 1647 (1987). Therefore, the recitation that the address 
selection circuitry "divides" and that the load switching circuit "loads" are recitation of the 
manner in which the structure is intended to be used. Since the claim does not recite 
structure new to independent claims 1 or 3, the recitation of intended use alone cannot 
be given patentable weight. 

As to claim 6, Watanabe shows the load data switching means (1 1 3D + 3D +1 1) 
comprises a data division circuit (circuitry inside element 3D) which divides the timing 
data (all bits stored in one address location are output one at a time, thus dividing them) 
stored in one address of the designated timing memory (1 1 3C) into a plurality of timing 
data (a plurality of bits **see note below) and which outputs one timing data (one bit) 
among the plurality of divided timing data (divided bits), and a load data switching circuit 
(11) which loads the one timing data (each separate bit) as such in one counter (14), 
when one timing data is output from the timing memory by switching (by switching 
states through each clock cycle), and which loads the plurality of timing data (a row of 
bits after a plurality of clock cycles) in a plurality of cascaded counters (14, 13 and 16), 
when a plurality of timing data are output from the timing memory by switching, to 
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thereby output the pulse signal of one timing indicated by the one timing data (the timing 
data stored in the memory device 1 13C). 

**lt must be noted that each address location in 1 13C stores a plurality of bits 
(timing data) which are inputted to the summation processing device (3D) and then 
divided by a time duration (see lines 62-63 in column 3) the result of which (a plurality of 
bits) is outputted to the load data switching circuit (11). 

As to claim 7, it has been held that a recitation with respect to the manner in 
which a claimed apparatus is intended to be employed does not differentiate the 
claimed apparatus from a prior art apparatus satisfying the claimed structural limitations . 
Ex parte Masham, 2 USPQ F.2d 1647 (1987). Therefore, the recitation that the data 
division circuit "divides", "designates" and "outputs" and that the load switching circuit 
"loads" are recitation of the manner in which the structure is intended to be used. Since 
the claim does not recite structure new to independent claim 1 and 6, the recitation of 
intended use alone cannot be given patentable weight. 

In terms of claim 8, it should be noted that a recitation with respect to the manner 
in which a claimed apparatus (in this case the timing generating circuit disclosed 
by Watanabe) is intended to be employed (as part of a tester) does not differentiate 
the claimed apparatus from a prior art apparatus satisfying the claimed structural 
limitations. Ex parte Masham, 2 USPQ F.2d 1647 (1987). Also, a preamble is generally 
not accorded any patentable weight where it merely recites the purpose of a process or 
the intended use of a structure , and where the body of the claim does not depend on 
the preamble for completeness but, instead, the process steps or structural limitations 
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are able to stand alone. See In re Hirao, 535 F.2d 67, 190 USPQ 15 (CCPA 1976) and 
Kropa v. Robie, 187 F.2d 150, 152, 88 USPQ 478, 481 (CCPA 1951). Therefore, the 
preamble of claim 8 is not given patentable weight. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claim 8 is alternatively rejected under 35 U.S.C. 103(a) as being unpatentable 
over the US Patent to Watanabe (6,226,230) in view of the admitted prior art of 
Figure 10. 

In terms of claim 8, Watanabe substantially shows all of the claimed elements of 
a timing signal generator, as recited in claim 1 . Watanabe however, does not show a 
configuration of devices, including the timing generator which are used to test a device 
under test. However, the admitted prior art of Figure 10, shows a system for testing 
semiconductors, comprising a timing generation unit (1) connected to a pattern 
generator (2) which applies a signal to a device under test (M) and a comparator (4) that 
compared the signal generated with a the response signal of the device under test 
using. The admitted prior art teaches that it was well known in the art, at the time the 
application was filed, to arrange the aforementioned elements together with a timing 
generator, in order to test semiconductor devices. It would have been obvious to one of 
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the ordinary skill in the art, at the time of the invention, to use the timing generator 
disclosed by Watanabe as part of a test system as configured by the admitted prior art 
of Figure 10, in order to test Semiconductor Devices using delayed timing signals. 

Conclusion 

5. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. US Patents to Hiwada et al. (5,293,080), Uehara (5,854,798), 
Sudou et al. (6,903,566) and Watanabe (4,998,025). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Richard Isla-Rodas whose telephone number is (571) 
272-5056. The examiner can normally be reached on Monday through Friday 8 am to 
4:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ha Nguyen can be reached on (571) 272-1678. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
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USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

HA TRAN NGUYEN 
SUPERVISORY PATENT EXAMINER 



Richard Isla-Rodas 
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